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Claim 53 still recites poly-co-dimethyl amino siloxane as an additive (introduced 
in amendment filed on July 1 1 , 2007 which is currently pending after non-final rejection 
of December 13, 2006) and claims 47-56 (previously submitted) are directed to an 
invention that is non-elected . See the page 2 of the office action mailed on May 4, 2000 
in which the election of a plasticizer for the additive is stated. Original claims do not 
recite said poly-co-dimethyl amine siloxane as an additive , and said plasticizers would 
be limited to species of the original claim 4 which are taught by Han. Thus, unusual or 
particular plasticizer such as poly-co-dimethyl propylamine siloxane would have been 
restricted if presented earlier by way of election of species. Also, the solvent of the 
claim 1 and particular solvents of claim 54 are related as a combination and 
subcombination which is also subject to the restriction if presented earlier. Use of 
siloxane was patented in the parent case as US Pat. 5,969,024. 

Furthermore, said poly-co-dimethyl amine siloxane (poly-co-dimethyl. amine 
siloxane would be a typo) of claim 53 does not have support in the specification. For 
the future purpose, claim 53 contains a period (.) in the lines 6 and 18, and claim 54 
recites a period (.) in the line 21 . Claim 53 recites "comprising" and claim 7 recites 
"consisting of. 

Note that this is a RCE drawn to the examined claims. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 47-56 are withdrawn from 
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consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Tlie following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
mailing and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 3-6, 11, 15, 16, 20 and 22-25 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

This is NEW MATTER rejection since the recited "conjugated diene polymer" 
does not have support in the originally filed specification. Contrary to applicant's 
statement, a diene polymer (elastomer or rubber) is not disclosed. 

Above new matter rejection is maintained with following response. 

Applicant asserts that organic chemists classify "dienes" perse as hydrocarbons 
which contain two double bonds which would encompass several categories and that 
the "conjugated dienes" would be supported by the specification wherein "— the 
polymers are conjugated systems — " is taught. However, applicant failed to provide 
any document supporting said assertion/definition and the instant conjugated polymers 
such as polyaniline does not contain hydrocarbons containing two double bonds, but 
rather the double bonds bonding a carbon atom and nitrogen atom (applicant's asserted 
heterodiene). Furthermore, the recited polyphenylene sulfide contains 0=S=0 group 
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which does not fall in any of the asserted definition of various dienes. The art well 
known synonym for the diene is "diolefin" (see any polymer textbook or chemical 
dictionary) and various disclosed and claimed polymers do not have the diolefin groups 
contrary to applicant's assertion. Cancellation of "diene" is suggested . 

Amended claim 1 1 is also subject to NEW MATTER rejection since the 
component described for the figure 4 does not have the recited 5% additive. 

Claim 11 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the particular additive used for figure 4 (if any 
additive was used, and the examiner does not see any additive though as pointed out 
above), does not reasonably provide enablement for the recited additive, per se. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. The particular GPC profile would be dependent a particular component 
(plasticizer)used, and thus the scope of the recited general additive, if used at all for the 
figure 4, is broader than that of said GPC profile. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5, 7, 9, 10, 11, 14, 25 and 40-42 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 
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The recited " conjugated polymer (polvnner(s))" in lines 5 and 1 1 of claims 7 and 
1 1 lacks antecedent basis in claim 1 wherein "conjugated diene polymer" is recited and 
thus it is confusing and indefinite. Applicant failed to address this. 

The recited " blends thereof with other polymers and copolymers of the 
monomers thereof in claims 5 and 9 is indefinite since the polymers for the recited 
Markush language must be definite and limited to the recited species, but said other 
polymers and copolymers encompass polymers not recited in said Markush format. 
Also, said "the monomers" lacks antecedent basis and improperly broadens polymers in 
said Markush format. 

The recited limitation in claim 11 referring to the specification/figure is indefinite 
since claimed limitation must be self-limiting and cannot dependent on the 
specification/figure. The recited "additive" is indefinite since a particular GPC curve 
would be dependent on the particular component used, in this case a particular 
plasticizer. Thus, an essential component is omitted. Also, the abbreviated NMP is 
indefinite and a full chemical name is needed (at least in the first occurrence). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3-7, 9, 10, 14-16, 20, 22-25 and 40-42 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in tlie alternative, under 35 U.S.C. 103(a) as obvious 
over Han (US 5,171,478). 

Rejection is maintained for reason of record and following. Contrary to 
applicant's assertion, the instant claims do not require NMP as the only solvent. 
Applicant's argument is based on the claim 1 1 which is not rejected here. 

Again, a mixture of NMP and tripropylamine used in example 6 which yielded 
polyaniline solution would meet the instant solvent absent further limitation. 

Claims 1,3-7, 9, 10, 14-16, 20, 22-25 and 40-42 are rejected under 35 
U.S.C. 1 03(a) as obvious over Han (US 5,1 71 ,478) in view of Cao et al (US 5,232,631 ). 

Rejection is maintained for reason of record and above and following response. 
The recited method with "consisting of in claim 7 does not exclude tripropylamine which 
would be a part of the solvent. 

Cao et al is recited to show that stretching of a film is well known practice in the 
art. Again, stretching of film of Han in order to obtain an oriented film is an obvious 
practice as taught by Cao et al. 
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Claims 7, 9, 14, 25 and 40-42 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in tlie alternative, under 35 U.S.C. 103(a) as obvious over Elsenbaumer (US 
4,983,322). 

Rejection is maintained for reason of record with following response. 

Applicant asserts that he has provided experimental data under oath, but the 
examiner does not see any declaration on the record. If applicant is referring to the 
figure, the deficiency for said figure was pointed out by the examiner already (data in 
figures do not commensurate in scope of the claim for the component and method used 
thereof). 

Contrary to applicant's assertion, again, the instant claims do not recite any 
particular dopant. Elsenbaumer teaches use of the same composition and method, and 
thus the instant properties would be inherent. With respect to various dopants, see In 
re Mills, All F2d 649, 176 USPQ 196 (CCPA 1972); Reference must be considered for 
all that is disclosed and must not be limited to preferred embodiments or working 
examples. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Tae H Yoon/ 
Primary Examiner 
Art Unit 1796 
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